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Art Unit: 3774 

DETAILED ACTION 

Allowable Subject Matter 

The indicated allowability of claims 1-3, 6-10 and 12 is withdrawn in view of 
reference(s) to Bajaj (US 5053008, new interpretation) and Daniel at el (US 5814064, new 
interpretation) and Engelson et al (US 6066158). Rejections based on the new corrected 
interpretation reference(s) follow. 

Response to Arguments 

Applicant's arguments filed 12/01/2005 have been fully considered but they are not 
persuasive. The priority for the current claims is not properly established in applications 
09/016714, 09/467293, 09/387634, 08/993202 and 08/854806, since there are no common 
inventors. 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 1/30/1998, 
12/17/1999, 5/12/1997, 12/18/1997 and 8/31/1999 as follows: 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 1 12. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 
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Applications 09/016714, 09/467293, 08/854806, 09/387634 and 08/993202 does not 
include the same inventors as the current application and therefore is not eligible as a 
continuation under 35 USC 120. 

35 U.S.C. 120 Benefit of earlier filing date in the United States. 

An application for patent for an invention disclosed in the manner provided by the first 
paragraph of section 1 12 of this title in an application previously filed in the United States, or as 
provided by section 363 of this title, which is filed by an inventor or inventors named in the 
previously filed application shall have the same effect, as to such invention, as though filed on 
the date of the prior application. 

Interference 

Claims 1-3, 6-10 and 12 are rejected under 35 U.S.C. 135(a) based upon claims 1-58 of 
Patent No. 6254563. 

Failure to present claims and/or take necessary steps for interference purposes after 
notification that interfering subject matter is claimed constitutes a disclaimer of the subject 
matter. This amounts to a concession that, as a matter of law, the patentee is the first inventor in 
this country. See In re Oguie, 517 F.2d 1382, 186 USPQ 227 (CCPA 1975). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 



Application/Control Number: 1 0/077,3 1 2 Page 4 

Art Unit: 3774 

Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-3,6-10 and 12 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-4, and 8-1 1 and 17 of U.S. Patent No. 
6231544. Although the conflicting claims arc not identical, they arc not patentably distinct from 
each other because the obvious combination of claimed subject matter as listed below. 

A catheter apparatus for use in a body passage, comprising: 

a catheter shaft (claim 1 cannula); 

an expandable conduit defined by a filter mesh (claim 1) material of varying porosity 
(claim 4, establishes a conical shape "umbrella" established on the record by the 132 declaration 
12/17/2004 that conical filters inherently have varying porosity) mounted on said catheter shaft 
(claim 1), said expandable conduit having an upstream end and a downstream end, said 
expandable conduit having a collapsed position in which said expandable conduit is collapsed 
toward said catheter shaft and an expanded position in which said upstream end of said 
expandable conduit is open to fluid flow (claim 1); and 

an upstream sealing member at said upstream end of said expandable conduit for creating 
a seal between said upstream end of said expandable conduit and an internal wall of the body 
passage (claim 5). 
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Regarding claim 2, The catheter apparatus of claim 1 , wherein said upstream sealing 
member comprises an inflatable toroidal balloon (claim 1 1). 

Regarding claim 3, The catheter apparatus of claim 1, further comprising a perfusion 
lumen within said catheter shaft in fluid communication with a space exterior to said expandable 
conduit (claim 1). 

Regarding claim 6, The catheter apparatus of claim 1, further comprising an occlusion 
member for selectively occluding said expandable conduit (claim 1). 

Regarding claim 7, The catheter apparatus of claim 6, further comprising an infusion 
lumen within said catheter shaft having an infusion port upstream of said occlusion member 
(claimlO). 

Regarding claim 8, The catheter apparatus of claim 7, further comprising a second 
perfusion lumen within said catheter shaft (claim 10). 

Regarding claim 9, The catheter apparatus of claim 1, further comprising a tubular sheath 
sized to fit over said expandable conduit when in said collapsed position (claim 8). 

Regarding claim 10, The catheter apparatus of claim 6, wherein said occlusion member is 
an inflatable occlusion balloon (claim 17). 

Regarding claim 12, The catheter apparatus of claim 1, wherein said catheter shaft is 
positioned internal to said expandable conduit (claim 1). 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign countrv or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(f) he did not himself invent the subject matter sought to be patented. 

Claims 1-3, 6-10 and 12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tsugita et al (6231544) as in the Double Patenting above. 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed (it is claimed) in the reference was 
derived from the inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 

Claims 1-3, 6-10 and 12 are rejected under 35 U.S.C. 102(f) because the applicant did not 
invent the claimed subject matter. Tsugita et al (6231544) is patented to the claimed invention 
and is no a proper parent to this application. 

Claims 1-3, 6-10 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bajaj (5053008). Bajaj discloses a catheter apparatus (fig. 1) for use in a body passage, 
comprising: 

a catheter shaft (16); 
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an expandable conduit (FIG. 3) defined by a filter mesh (22) material of varying porosity 
(the mesh is fibers of radial and annular member as see in fig. 3 which have a tapered hole which 
get smaller as the mesh gets closer to the catheter 16, additionally members 28 are woven into 
the mesh also varying the porosity, it is also established on the record by the 132 declaration 
12/17/2004 that conical filters fig. 2 inherently have varying porosity) mounted on said catheter 
shaft (16), said expandable conduit having an upstream end and a downstream end, said 
expandable conduit having a collapsed position in which said expandable conduit is collapsed 
toward said catheter shaft and an expanded position in which said upstream end of said 
expandable conduit is open to fluid flow (as shown in fig. 2); and 

an upstream sealing member (20, a balloon) at said upstream end of said expandable 
conduit for creating a seal between said upstream end of said expandable conduit and an internal 
wall of the body passage (as shown in fig. 1). 

Regarding claim 2. The catheter apparatus of claim 1, wherein said upstream sealing 
member comprises an inflatable toroidal balloon (20, fig. 3). 

Regarding claim 3, The catheter apparatus of claim 1, further comprising a perfusion 
lumen within said catheter shaft in fluid communication with a space exterior to said expandable 
conduit (see fig. 1). 

Regarding claim 6, The catheter apparatus of claim 1, further comprising an occlusion 
member for selectively occluding said expandable conduit (the second, filter and balloon up 
stream shown in fig. 8). 

Regarding claim 7, The catheter apparatus of claim 6, further comprising an infusion 
lumen within said catheter shaft having an infusion port (72) upstream of said occlusion member. 
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Regarding claim 8, The catheter apparatus of claim 7, further comprising a second 
perfusion lumen within said catheter shaft (between 16 and 16' in figure 8). 

Regarding claim 9, The catheter apparatus of claim 1, further comprising a tubular sheath 
(16 over 16' in fig. 8) fully capable of fit over said expandable conduit when in said collapsed 
position. 

Regarding claim 10, The catheter apparatus of claim 6, wherein said occlusion member is 
an inflatable occlusion balloon (20 on the second filter, fig. 8). 

Regarding claim 12. The catheter apparatus of claim 1, wherein said catheter shaft is 
positioned internal to said expandable conduit (as shown). 

Claims 1-3, 6-10 and 12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Macoviak et al (6254563 or 6139517 based on provisional 60/069490). Macoviak et al discloses 
a catheter apparatus (fig. 7) for use in a body passage, comprising: 

a catheter shaft (232); 

an expandable conduit (342, fig. 19) defined by a filter mesh material of varying porosity 
( the mesh is expandable so the pores are varying, the mesh is fibers of radial and annular 
member which have a tapered hole which get smaller as the mesh gets closer to the catheter 16, 
additionally members 28 are woven into the mesh also varying the porosity, it is also established 
on the record by the 132 declaration 12/17/2004 that conical filters figs. 17-19 inherently have 
varying porosity) mounted on said catheter shaft (232), said expandable conduit having an 
upstream end and a downstream end, said expandable conduit having a collapsed position in 
which said expandable conduit is collapsed toward said catheter shaft (see fig. 8) and an 
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expanded position in which said upstream end of said expandable conduit is open to fluid flow 
(as shown in fig. 7); and 

an upstream sealing member (206 or 204, a balloon) at said upstream end of said 
expandable conduit for creating a seal between said upstream end of said expandable conduit and 
an internal wall of the body passage (as shown in fig. 7). 

Regarding claim 6, The catheter apparatus of claim 1 , further comprising an occlusion 
member for selectively occluding said expandable conduit (the proximal balloon 206 with the 
distal filter as shown in fig. 19). 

Regarding claim 7, The catheter apparatus of claim 6, further comprising an infusion 
lumen within said catheter shaft having an infusion port (216) upstream of said occlusion 
member. 

Regarding claim 8, The catheter apparatus of claim 7, further comprising a second 
perfusion lumen within said catheter shaft (between 230 and 232). 

Regarding claim 10, The catheter apparatus of claim 6, wherein said occlusion member is 
an inflatable occlusion balloon (206, fig. 7). 

Regarding claim 9, The catheter apparatus of claim 1, further comprising a tubular sheath 
(fig. 8) fully capable of fit over said expandable conduit when in said collapsed position. 

Regarding claim 12. The catheter apparatus of claim 1, wherein said catheter shaft is 
positioned internal to said expandable conduit (as shown fig. 7 i.e. within the balloon seal). 
Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Engelson et al (US 6066158) 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Sweet whose telephone number is 571-272-4761 . The 
examiner can normally be reached on 6:45am - 5:15pm, Tu-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Isabella can be reached on 571-272-4749. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Thomas J Sweet/ 

Primary Examiner, Art Unit 3774 



